The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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GARRI' S, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of clains 11 through 20 which are all of the clains remaining
in the application. On page 1 of the brief, the appellants

state that “[t]he appeal is withdrawmn with respect to clains
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11-16.” As a consequence, the only clains now before us on
this appeal are clainms 17 through 20.

The subject natter on appeal relates to a nmethod of
controlling the stability of an isomerization dewaxi ng process
wherei n a waxy hydrocarbon fraction is contacted with a
dewaxi ng catal yst conprising zeolite beta and a nobl e netal
such as platinum and wherein the nmethod conprises injecting
ammonia into the reactor to contact the catalyst in anmounts
sufficient to naintain operating tenperatures bel ow 900EF
The ammonia is injected at at |least 1 point, such as at at
| east 3 points, along the Iength of the dewaxer reactor. A
copy of the appeal ed dependent clains 17 through 20 along with
a copy of nonappeal ed parent independent claim 11, taken from
the appellants’ brief, is appended to this decision.

The references relied upon by the exam ner as evidence of

obvi ousness are:

LaPierre et al. (LaPierre) 4,419, 220 Dec. 6,
1983
Ward et al. (Ward) 4,428, 825 Jan. 31
1984

Clainms 17 through 20 stand rejected under 35 U . S.C. 8§ 103

as being unpatentable over Ward in view of LaPierre.
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W refer to the brief and to the answer for a thorough
di scussi on of the opposing viewpoints expressed by the
appel l ants and by the exam ner concerning the above noted

rejection.

OPI NI ON
This rejection cannot be sustai ned.
On the third and fourth pages of the answer, the exam ner
expresses his basic position as follows:

It woul d have been obvious to one having
ordinary skill in the art at the tinme the invention
was nmade to have nodified the process of Ward by
utilizing a zeolite beta catal yst as suggested by
LaPierre in place of the zeolite catal ysts di scl osed
by Ward because higher liquid and | ower gas yields
resul t.

It al so woul d have been obvious to one having
ordinary skill in the art at the tinme the invention
was nmade to have optim zed the Ward process as
nodi fied by LaPierre by optim zing anounts of
anmoni a added, optim zing the nunber of points of
addi tions, optim zing noble netal anounts, and
opti m zi ng operating tenperature ranges because such
opti m zation has been held to be within the | evel of
ordinary skill in the art where, as here, the
general conditions of the clains are disclosed.

(See In re Aller, 105 USPQ 233, 235 (CCPA 1955)).

In order to establish a prima facie case of obvi ousness,

the applied prior art nust provide a suggestion to nodify the
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prior art subject matter in such a way as to result in an
applicant’s cl ai ned subject natter and nust provide a
reasonabl e expectation that the aforenoted nodification would

be successful. In re O Farrell, 853 F.2d 894, 903-04, 7

UsPQ2d 1673, 1680-81 (Fed. G r. 1988). As correctly indicated
by the appellants, the respective processes of Ward and
LaPierre involve two different types of dewaxi ng processes.
Specifically, the Ward reference is directed to a
hydr odewaxi ng process wherein anmonia is added to the reactor
in order to render the catal yst nore selective for cracking
waxy conponents (e.g., see lines 3 through 14 in colum 2 and
lines 57 through 60 in colum 7). On the other hand, the
LaPierre reference is directed to a process for dewaxi ng
feedstocks “by isonerizing the waxy paraffins wthout
substantial cracking” by using as a catalyst zeolite beta
preferably in conbination with a hydrogenati on conponent such
as platinum (see lines 8 through 19 and especially lines 9 and
10 in colum 2; enphasis added).

It is the exami ner’s conclusion, as previously noted,
that it would have been obvious for an artisan with ordi nary

skill “to have nodified the process of Ward by utilizing a
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zeolite beta catal yst as suggested by LaPierre in place of the
zeolite catal ysts disclosed by Ward because higher |iquid and
| ower gas yields result.” Fromour perspective, however, this
obvi ousness conclusion is of highly questionable validity.
This is because Ward dewaxes feedstock by a cracking mechani sm
in which selectivity is enhanced via the addition of amoni a
whereas, in contrast, LaPierre dewaxes feedstock by

i sonerizing waxy paraffins “w thout substantial cracking” via
his zeolite beta catalyst. Under these circunstances, the
appl i ed reference teachi ngs woul d not have suggested repl aci ng
the cracking catalyst in Ward' s process with the isonerization
catal yst of LaPierre particularly since the latter effects an
i soneri zation reaction wi thout substantial cracking. For

anal ogous reasons, the applied references woul d not have

provi ded the artisan with a reasonabl e expectation that the
exam ner’ s proposed nodi fication woul d be successful,
particularly since the anmoni a-addition step of Ward' s process
functions to enhance cracking selectivity whereas LaPierre’s
zeolite beta catalyst functions to isonerize wthout

substantial cracking.
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In light of the foregoing, it is our determ nation that
the applied references | ack a suggestion to nodify and a
reasonabl e expectation of success as required in order to

establish a prinma facie case of obviousness within the neaning

of 35 U S.C. 8 103. In re OFarrell, id. It follows that we

cannot sustain the exam ner’s section 103 rejection of
appeal ed clainms 17 through 20 as bei ng unpatentabl e over Ward

in view of LaPierre.
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The deci sion of the examner is reversed.

REVERSED

Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Charles F. Warren ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Cat heri ne Ti mm )
Adm ni strative Patent Judge )
BRG t dl
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Mobil QI Corporation

O fice of Patent Counsel
3225 Gl | ows Road
Fairfax, VA 22037
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APPENDI X

17. The method according to claim11l wherein said
zeolitic dewaxing catalyst conprises from.01l to 2 wt % nobl e
met al .

18. The nethod according to claim 11l wherein said
zeolitic dewaxi ng catalyst conprises from.1 to 1 w%
pl ati num

19. The method according to claim11l wherein said
injection of ammonia is nade at at | east one point along the
| engt h of the dewaxer reactor.

20. The nethod according to claim11l wherein said
injection of ammonia is nade at at | east three points al ong
the Il ength of the dewaxer reactor.

11. A nmethod of controlling the stability of an
I soneri zati on dewaxi ng process in which a waxy hydrocarbon
fraction is contacted under dewaxing conditions with a
zeolitic dewaxing catal yst conprising zeolite beta in a
dewaxi ng reactor having an inlet and an outlet, the nethod
conprising injecting anmonia vapor into the reactor to contact
the catalyst in anounts sufficient to maintain operating
tenperatures in said dewaxi ng reactor bel ow 900EF



